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JERRY SM TH, Adnmini strative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on the appeal under 35 U.S.C. § 134
fromthe examner’s final rejection of clains 1-20. Two
anmendnents after appeal were filed by appellants, and both
anendnents were entered by the exam ner. The second anmendnent
cancelled clains 9 and 18. Accordingly, this appeal is

directed to the rejection of clains 1-8, 10-17, 19 and 20,
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whi ch constitute all the clains remaining in this application.

The di sclosed invention pertains to a nmethod and
apparatus for conpensating for functional differences between
het er ogeneous dat abase managenent systens.

Representative claim1l is reproduced as foll ows:

1. A nethod of conpensating for functional differences
bet ween het er ogeneous dat abase nanagenent systens, wherein
data associated with a client is distributed anong said
het er ogeneous dat abase managenent systens, conprising the
steps of:

(1) simulating support of multiple pendi ng database
actions on a single connection, said single connection being a
| ogical link between a client and a database instance, wherein
sai d dat abase instance is instantiated in any of said
het er ogeneous dat abase managenent systens whi ch does not
support nultiple pendi ng dat abase actions on a single
connection; and

(2) simulating support of cursors declared “with hold”
in any of said heterogeneous database managenent systens which
does not support cursors declared “with hold”.

The exam ner relies on the follow ng references:

Thonpson et al. (Thonpson) 4,881, 166 Nov. 14, 1989
Adair et al. (Adair) 5, 257, 366 Cct. 26, 1993
Deners et al. (Deners) 5,278,978 Jan. 11, 1994

Clainms 1-8, 10-17, 19 and 20 stand rejected under 35
U S C 8§ 112, second paragraph, as being indefinite for
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failing to particularly point out and distinctly claimthe
invention. dains 1-8, 10-17, 19 and 20 al so stand rejected
under 35 U.S.C. § 103. As evidence of obviousness the

exam ner offers Adair in view of Denmers with respect to clains
1-6 and 10-15, and Thonpson is added with respect to clains 7,
8, 16, 17, 19 and 20.

Rat her than repeat the argunents of appellants or the
exam ner, we nake reference to the briefs and the answer for
the respective details thereof.

OPI NI ON

We have carefully considered the subject matter on
appeal, the rejections advanced by the exam ner and the
evi dence of obviousness relied upon by the exam ner as support
for the obviousness rejection. W have, |ikew se, reviewed
and taken into consideration, in reaching our decision, the
appel l ants’ argunents set forth in the briefs along with the
exam ner’s rationale in support of the rejections and
argunents in rebuttal set forth in the exam ner’s answer.

It is our view, after consideration of the record
before us, that the appealed clains are in conpliance with the
second paragraph of 35 U S.C. 8 112. W are also of the view
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that the evidence relied upon and the level of skill in the
particular art woul d not have suggested to one of ordinary
skill in the art the obviousness of the invention as set forth
inclains 1-8, 10-17, 19 and 20. Accordingly, we reverse.

We consider first the rejection of all the appeal ed
cl ai ms under the second paragraph of 35 U S.C. § 112. Wth
respect to representative, independent claiml, the rejection
st at es:

The body of the claimis not functionally
tied to the invention as set forth in the
preanble. It is unclear as to how the
functional differences between

het er ogeneous dat abase managenent systens
are actually conpensated for as set forth
in the preanble. The body of the claim
nmerely recites the step of sinulating
support of nultiple pending actions, and
cursors “with hold”, which are nere
statenents of desired results. It is
therefore unclear as to how said steps of
sinmulating are actually perfornmed to
conpensate for functional differences.
Thus, the applicant failed to specifically
detail a series of logical steps in the
body of the claimthat anmount to the
acconpl i shnent of said sinulating tasks and
t he conpensation of functional differences
therefor. [Final Rejection, page 3].

Appel I ants respond that each of the appealed clains satisfies

the requirenments of 35 U S.C. § 112.
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A claimmust set out and circunscribe a particul ar
area wWith a reasonabl e degree of precision and particularity
when read in light of the disclosure as it would be by the

artisan. |In re More, 439 F.2d 1232, 1235, 169 USPQ 236, 238

(CCPA 1971); In re Johnson, 558 F.2d 1008, 194 USPQ 187 (CCPA

1977). Acceptability of the claimlanguage depends on whet her
one of ordinary skill in the art would understand what is

claimed in light of the specification. Seattle Box Co., V.

Industrial Crating & Packing, Inc., 731 F.2d 818, 826, 221

USPQ 568, 574 (Fed. Cir. 1984).

The first part of the rejection seens to contend that
the two clainmed sinmulating steps do not result in a nethod of
conpensating for functional differences between heterogeneous
dat abase managenent systens as indicated by the preanble. W
do not agree. \When the clains are properly interpreted in
light of the disclosure, it is clear that the two cl ai ned
simul ating steps, along wth additional steps, do conpensate
for functional differences between heterogeneous database
managenent systens.

The second part of the rejection asks how the steps of
simulating are actually perfornmed to conpensate for functiona

5



Appeal No. 1997-0587
Appl i cation 08/ 314, 644

di fferences. The answer to this question can be found in
appel l ants’ disclosure. The exam ner’s question is related to
the breadth of the claimrather than to its indefiniteness.
Breadth of the clainms is not equated with indefiniteness of

the clains. |Inre Mller, 441 F.2d 689, 693, 169 USPQ 597

600 (CCPA 1971).

We are of the view that the scope of the clains in
this application would be understood by the artisan when
interpreted in light of the acconpanying discl osure.
Therefore, we do not sustain this rejection of clainms 1-8, 10-
17, 19 and 20.

We now consi der the rejection of the appeal ed clains
under 35 U.S.C. 8 103. In rejecting clainms under 35 U. S. C
§ 103, it is incunmbent upon the exam ner to establish a
factual basis to support the |egal conclusion of obviousness.

See In re Fine, 837 F.2d 1071, 1073, 5 USPQR2d 1596, 1598 (Fed.

Cr. 1988). 1In so doing, the examner is expected to make the

factual determ nations set forth in G ahamv. John Deere Co.

383 U.S. 1, 17, 148 USPQ 459, 467 (1966), and to provide a
reason why one having ordinary skill in the pertinent art
woul d have been led to nodify the prior art or to combi ne
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prior art references to arrive at the clained invention. Such
reason nust stem from sone teaching, suggestion or inplication
in the prior art as a whole or know edge generally avail abl e

to one having ordinary skill in the art. Uniroyal, Inc. v.

Rudkin-Wley Corp., 837 F.2d 1044, 1051, 5 USPQ@2d 1434, 1438

(Fed. Cir.), cert. denied, 488 U S. 825 (1988); Ashland G|,

Inc. v. Delta Resins & Refractories, Inc., 776 F.2d 281, 293,

227 USPQ 657, 664 (Fed. Cir. 1985), cert. denied, 475 U S.

1017 (1986); ACS Hosp. Sys.., Inc. v. Montefiore Hosp., 732

F.2d 1572, 1577, 221 USPQ 929, 933 (Fed. GCir. 1984). These
showi ngs by the exam ner are an essential part of conplying

with the burden of presenting a prima facie case of

obvi ousness. Note In re Cetiker, 977 F.2d 1443, 1445, 24

USP2d 1443, 1444 (Fed. Cir. 1992). |If that burden is net,
the burden then shifts to the applicant to overcone the prinma

facie case with argunent and/or evidence. QObviousness is then

determ ned on the basis of the evidence as a whol e and the

rel ati ve persuasi veness of the argunments. See Id.; Inre

Hedges, 783 F.2d 1038, 1039, 228 USPQ 685, 686 (Fed. G

1986); In re Piasecki, 745 F.2d 1468, 1472, 223 USPQ 785, 788

(Fed. Cir. 1984); and In re Rinehart, 531 F.2d 1048, 1052, 189
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USPQ 143, 147 (CCPA 1976). Only those argunents actually made
by appel | ants have been considered in this decision.

Argunents which appellants coul d have made but chose not to
make in the briefs have not been considered [see 37 CFR

§ 1.192(a)].

Wth respect to independent clains 1, 10, 19 and 20,
whi ch stand or fall together as a single group [brief, page
4], we will consider the rejection with respect to claim1.
The exam ner cites Adair as teaching the step of sinulating
support of multiple pending actions on a single connection.
Deners is cited as teaching the step of sinulating support of
cursors “with hold.” The examiner finds that it would have
been obvious to the artisan to conbine the teachings of the
cited references [Final Rejection, pages 4-5].

Appel l ants argue that the exam ner has failed to
interpret the clained invention consistently with the
di scl osure. Specifically, appellants argue that Adair does
not teach a connection as recited in claim1, and that Adair
does not sinulate support of nultiple pendi ng database actions
on a single connection in a DBMS that does not support that
function. Appellants also argue that Deners does not teach
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si mul ati ng support of cursors declared “wth hold” in a DBVS
t hat does not support that function [brief, pages 12-15].

We agree with each of appellants’ argunents as set
forth in the brief. Mst inportantly, neither Adair nor
Deners teaches or suggests simulating a database function on a
het er ogeneous DBMS whi ch does not support that function. The
exam ner’s attenpt to provide a broad definition of sinulating
is of no help. The applied prior art sinply does not perform
sinmulating steps as recited in claim1. Therefore, we do not
sustain the examner’s rejection of any of the independent
clains which are on appeal before us.

Since the rejection is not sustained with respect to
t he independent clains, it is also not sustained with respect
to the dependent clains. W note for the record, however,
that we also agree with each of appellants’ argunents in
consideration of the separate patentability of the dependent
cl ai ms.

In summary, we have not sustained any of the
exam ner’s rejections of the clains on appeal. Therefore, the
deci sion of the exam ner rejecting clainms 1-8, 10-17, 19 and

20 i s reversed.
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REVERSED

JERRY SM TH
Adm ni strative Patent Judge

BOARD OF PATENT
LANCE LEONARD BARRY )

Adm ni strative Patent Judge ) APPEALS AND

)

) | NTERFERENCES

)

STUART S. LEVY )
Adm ni strative Patent Judge )
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